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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions, of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1. CLaims 19-36 remain for examinaticn. 

2. The following is a quotation of 35 U.S.C. 103 which forms the 
basis for all obviousness rejections set forth in this office 
action: 

a) a patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103, 
examiner presumes that the subject matter of the various claims 
was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is 
advised of the obligations under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the 
examiner to consider the applicability of potential 35 U.S.C. 102 
(f) or (g) prior art under 35 U.S.C. 103. 

4. Claims 19-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ho et al. (5,805,298) alone or in view of 
Fabbio et al. (5,870,089). 

5. Per claim 19, Hd tai#it the invention substantially as 
claimed, inclvriing a method ocrrprising: 

a) receiving from a user a facsimile telephcne nurriDer or an 
electrcmc mail address of the same recipient, and storing the 
nurrber and address in a memory of a facsimile machine (eg. , see 


col. 6 (lines 31-48)) ; 
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b) oonvertirg a docurrent poxivicSed ty the user to the facsimile 
nBchine into digital form (eg., see col. 4 (lines 10-22) and 
ool. 7 (lines 31-53)) ; 

c) associating an actuator disposed on the facsinlle machine to 
locaticais in the memory vJiich contain the facsiinile tel^tene 
nunrioer and the electronic mail address (eg. , see figures 2 and 
3, ool. 5 (line 40-et seq.), and col. 6 (line 23-et seq.)); and, 

d) transmitting the converted document to the facsimile 
telephone nunter or to the electrcnic mail address in response to 
the actuator being activated ty the user (eg., see col. 6 (lires 
27) to col. 7 (line 17)) . 

6. While Hd did not specifically send the message via both ty 
facsimile and e-mail "at the same tiire" , such would have been 
cbvicus to those skilled in the art vten taken Hd alcne. That 
is, the message could first be sent by e-mail and then latter by 
facsimile or at the same time. Furthermore, en line 2 of Hd's 
abstract, in ool. 1 (lines 46-53) , and in ool. 2 (lines 19-22) Hd 
su^ested transmitting in both facsimile "and" electron mail . 
Since his device oould do both, doing both at different times or 
at the same time would have been cbvious to those skilled in the 
art. Also, sending the message fcy facsimile and e-mail would have 
been cbvious to those skilled in the art vten taking Hd in view 
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of Fa±>io vto tau^t of sending electrcnic nail and facsimile 
(eg., see F^iDio in ool. 3 (liiies 4-23 "at the same time" on line 
22) ) at the same time. In fact, not only was the facsimile sent 
at the same time with the e-mail, they each were sent at the same 
tijTie to a printer (eg., see ool. 3 (lines 4-23)) . 

7. It vyculd have been cbvious to have acrrbijned these references 
because they were both directed to sending electrcnic mail and 
facsimile to a recipient frcm a single device. Rjrthermore, col. 
6 (lines 32-36) of F^dDio stated that the delivery service system 
12 of figure 2 could be either a stand alcne carputer or a local 
area network (MST) as called for by Hd in col. 3 (line 54) to 
ool . 4 (line 6) . Since Ho called for a IAN versicn, and Faiio 
tau^t a IAN versicn, it would have been cbvious to those skilled 
in the art to xjse F^iio's system in Hd's system (specifically 
delivery server 12 of F^dDio's seccaid figure for the ESIN 106 
in Hd' s first figure) . 

8. Per claim 20, Hd tau^t that his actuator was a button (eg. , 
see figure 2 (a) ) whidi then transmitted the converted document 
cnoe being pressed by a user (eg., see col. 6 (line 27) to col. 7 
(line 17) ) . 

9. Per claiiTB 21,22, and 26 Hd tai^it that electrcnic mail was 
sent via a server (SLIP/PPP (ie., an Internet Service Provider 
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over a packet switched data network (eg., see col. 4 (lines 1-6 
"LAN" Local Area Network which is a packet switched data 
network) ) ) and facsimile was sent to the recipient via a PSHST 106 
in figure 1 and col. 3 (lines 32-43) . A PSIN is a Public Switch 
Tfel^ixne Network having several carputers. Also, F^tbio taij^t 
that the delivery server 12 (of figure 2) was a server (eg., see 
col. 6 (line 25-et seq.)) . 

10. Per claims 23-25, such is standard facsimile cperations and 
was tau^t in Ho at ool. 3 (lines 27-32) and 6 (line 27-et 
seq. ) ) in that a document was scanned and ^pxpriate facsimile 
information (ie. , a cover sheet having the senders information, 
the recipient information, exc. . .) with the document parsed to 
ascertain vterB to send the document (eg., see col. 4 (line 23-et 
seq.)), or in Fa±)io (eg., see col. 6 (line 43 -et seq.). Since 
Cptical Qiaracter Reoognition is well known in the art, the 
scanner cbviously could have been an alternative means of 
iiputting such information rather then use of a ke^teard. 

11. In conclusian. Ho tau^t the inventicn as claimed except for 
send both the fax and e-mail "at the same time" . But since ¥t> 
could either fax or e-mail cne or the other, Hd had the means for 
sending them at the same time when taking Hd alcne; or, in li^ 
of Fatbio, sending a fax and an e-mail at the same tirre in Hd 
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vojld have been cbvious to those skilled in the art. 

12. Per claims 27-36, these claims do not teach or define the 
above cited claiims and thus are rejected for the reasons outline 
above (eg., see col. 3 (line 29 for claim 29's BFT)) . 

13. Per the applicant's rerarks filed 1/28/02 (paper #17), the 
applicant argued in substance that: 

a) neither Ifo by itself or in ocnbinaticn with F^doio teaches or 
suggest sending to a facsimile tel^tene nurrber and to an 
electrcnic mail address, in response to the same instance of the 
actuator being activated by the user. Ifcwever, Hd clearly tau^t 
of sending to either the facsimile telephone nurrber or to an 
electronic mail addiress. Since the ccmnrunicaticn channels vere 
both available, transmitting a document at the sarre time WDuld 
have been cbvious to those skilled in the art. Furthermore, 
F^dDio clearly tau^t that a document oould be sent rot cnly to a 
printer, but to a facsiinile telephone nurrber and to an electrcnic 
mail address all at the same time. Thus in li^t of Badoio, it 
vculd have been cbvious to those skilled in the art to mcdify and 
take advantage of the ocmrunicaticn channels such that the 
document v/as sent to a facsimile tel^ime nurrber and to an 
electrcnic rrail address all at the same tine; 

b) Hd does not teach or suggest receiving f rem the user a 
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f acsinile telephcne nunber and an electronic mail ac3dress of the 
same recipient, and transmitting a oonverted document to both 
the facsimile telephxie nurrber and the electronic mail address in 
response to the same instance of an actuator being activated by 
the user. Ifc^Aever, as indicated above, sending a document to 
both locaticans voold have been cbvious vten taking Hd alcne 
since the means v\ere there, or vhen viewing the teaching of 
Fa±Dio vhich permitted a document to be sent to several locaticns 
at the same tine. Thus, it voiLd haven been inherently required 
to enter all information prior to activating the actuator such 
that the document is sent to all locations at the same tine; 

c) vhile ccnoemed with inproving the value of a fax machine as 
a stand alcne, document transmission device, would not lock to 
learn f rem the general purpose corputer software system of 
Fatbio. IfcMever, one viewing Hd vjould cbviously have noticed 
that both fax and e-mail could be sent "at the same time" ard 
with the kncwlec^ of FadDio, those skilled in the art knew that 
fax and e-mail had been sent to the same location "at the sane 
time" and thus would have been motivated to have modified Ho such 
that Hd's systan could send fax and e-mail at the same time; 

d) there is no suggestion that the destination identifiers in 
Fa±)io are of the same recipient, ffcwever, to vtom documents are 
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sent are clearly a selection of the user. The user cbviously 
could have sent the docurrents to the saime person or different 
pecple. 

14. Fbr all the reasons given above, sending facsimile rriessages 
and e-mil nBSsages in Ho over the two lines at the same time 
wDuld have been cbvious to those skilled in the art vten viewing 
Ud alcane, or more specifically, clearly cbvious vAule viewing Hd 
in li^ of F^iDio. Also, those skilled in the art would have 
clearly notioed that while the PSIN (106 of figure 1) was used 
for tranamtting a facsimile message, the SLIP/PPP would stand 
idle and thus cne vould have been motivated to use that lire at 
the sane tiine for sending e-mail vdiile the facsimile vas being 
sent. Additicnal usage of the SLIP/PPP would rot destroy the 
sending of the facsimile message vAiile the e-mail message was 
being sent at the same time. When reviewing Fa±)io (figure 7 
(146) ) with respect to Hd, cffie would have understood the cbvious 
need to enter more then one destinatican. Finally, the claims 
fail to provide ary terporal order as to wten the messages are 
transmitted, the could be at the exact same moment or at 
different points in time. 

15. In oonclusion, since Hd oould send a Fax. or an e-mail, it 
vojld have been cbvious to have mDdified Hd to dD both at the 
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saire tirre. 


16. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Robert B. 
Harrell whose telephone number is (703) 305-9692. The examiner 
can normally be reached Monday thru Friday from 5:30 am to 2:00 
pm and on weekends from 6:00 am to 12 noon Eastern Standard Time. 

17. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mark Rinehart, can be 
reached on (703) 305-4815. The fax phone number for the Group is 
(703) 308-7201. 

18. Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 305-9600. 


ROBERT B. HARRELL 
PRIMARY EXAMINER 
GROUP 2152 



